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DETAILED ACTION 

1 . This action is responsive to communications: Request for Continued Examination 
4/11/2006. 

2. Claims 1, 2, 5, 7, 8, 11, 12, and 21-32 are pending in this case. Claims 1, 5, 7, 8, 
1 1 , and 12 are independent claims. Claims 1 , 2, 5, 7, 8, 11, and 12 have been 
amended. Claims 3, 4, 6, 9, 10, and 13-20 have been cancelled. Claims 21-32 have 
been added. 

Allowable Subject Matter 

3. Claims 22, 24, 26, 28, 30, and 32 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

Claim Rejections - 35 USC § 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. Claims 1 , 2, 5, 7, 8, 1 1 , 1 2, 21 , 23, 25, 27, 29, and 31 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Kubota (US Patent Number 5,506,902, 
issued April 9, 1996) in view of Ferguson et al. (hereinafter Ferguson, US Patent 
Number 5,819,092, issued October 6, 1998). 
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Regarding independent claim 1, Kubota discloses a method, system, computer 
readable medium, and apparatus for storing a preference corresponding to the user 
(User ID and subscription settings) in which information is retrieved which indicates a 
way in which information sets are handled in a source (Figures 12(a) and 12(b) and 
column 3, lines 33-53 and column 9, lines 1-9). The data obtained is based on the user 
preferences (subscription terms) (Figures 12(a) and 12(b) and column 3, lines 33-53 
and column 9, lines 1-9). The handling information, which indicates how the information 
sets are handled, is then output to the user terminal (Figures 12(a) and 12(b) and 
column 3, lines 33-53 and column 9, lines 1-9). At this point the user selects the 
headline of the article the user wishes to view and that article is then distributed to the 
terminal and displayed corresponding to the handling information (Figures 12(a) and 
12(b) and column 3, lines 33-53 and column 9, lines 1-9). Kubota discloses that the 
information indicating the way information is handled is based on position in the 
information source (Figures 12(a) and 12(b) and column 3, lines 33-53 and column 9, 
lines 1-9). Kubota does not explicitly disclose that a request is received from a user 
terminal or that a fee is charged to the user specifically for the selected set, rather 
Kubota discloses that the information request is generated automatically based on the 
subscription preferences and that the fee is a set subscription fee. However, Ferguson 
discloses that a user may make specific requests for information rather than the 
requests be made automatically, and that a user would be charged a fee for accessing 
specific content at the time it is accessed and that billing information is displayed to the 
client (Figure 16 and column 31 , lines 32-59 of Ferguson). It would have been obvious 
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to one of ordinary skill in the art at the time the invention was made to have combined 
the teachings of Kubota with the teachings of Ferguson because it would have provided 
access to the data at any given time the user wished to view it, unlike a set distribution 
time, and would have provided the user a way to pay only for the content viewed, unlike 
a subscription fee. 

Regarding independent claim 2, Kubota discloses a method, system, computer 
readable medium, and apparatus for storing a preference corresponding to the user 
(User ID and subscription settings) in which information is retrieved which indicates a 
way in which information sets are handled in a source (Figures 12(a) and 12(b) and 
column 3, lines 33-53 and column 9, lines 1-9). The data obtained is based on the user 
preferences (subscription terms) (Figures 12(a) and 12(b) and column 3, lines 33-53 
and column 9, lines 1-9). The handling information, which indicates how the information 
sets are handled, is then output to the user terminal (Figures 12(a) and 12(b) and 
column 3, lines 33-53 and column 9, lines 1-9). At this point the user selects the 
headline of the article the user wishes to view and that article is then distributed to the 
terminal and displayed corresponding to the handling information (Figures 12(a) and 
12(b) and column 3, lines 33-53 and column 9, lines 1-9). Kubota discloses that the 
information indicating the way information is handled is based on position in the 
information source (Figures 12(a) and 12(b) and column 3, lines 33-53 and column 9, 
lines 1-9). Kubota does not explicitly disclose that a request is received from a user 
terminal, rather Kubota discloses that the information request is generated automatically 
based on the subscription preferences. However, Ferguson discloses that a user may 
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make specific requests for information rather than the requests be made automatically 
(Figure 16 and column 31 , lines 32-59 of Ferguson). It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to have combined the 
teachings of Kubota with the teachings of Ferguson because it would have provided 
access to the data at any given time the user wished to view it, unlike a set distribution 
time. 

Regarding independent claims 5, 7, 8, 11, and 12, the claims incorporate 
substantially similar subject matter as claim 1. Thus, the claims are rejected along the 
same rationale as claim 1 . 

Regarding dependent claims 21, 23, 25, 27, 29, and 31, Kubota does not 
explicitly disclose that a fee is charged to the user specifically based on the importance 
degree of an article, rather Kubota discloses that the fee is a set subscription fee. 
However, Ferguson discloses that a user would be charged a fee for accessing specific 
content based on size the content occupies (Figure 16 and column 31 , lines 32-59 of 
Ferguson), which is one of the defined types of important information clearly laid out in 
the applicant's specification (page 2, lines 3-1 1 of applicant's specification). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to have combined the teachings of Kubota with the teachings of Ferguson because it 
would have provided the user a way to pay only for the content viewed, unlike a 
subscription fee. 
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Response to Arguments 

6. Applicants arguments filed 4/1 1/2006 have been fully considered but they are 
not persuasive. 

Regarding arguments on pages 8-10 regarding the limitations based on 
requesting information and billing the user for information selected for display, the 
examiner contends that the rejection presented properly teaches all of the necessary 
claimed limitations and that proper motivation has been presented. Ferguson discloses 
that a user may make specific requests for information rather than the requests be 
made automatically, and that a user would be charged a fee for accessing specific 
content at the time it is accessed and that billing information is displayed to the client 
(Figure 16 and column 31, lines 32-59 of Ferguson). Ferguson clearly discloses that a 
user may request information and be billed for the specific information viewed, this in 
combination with the teachings of Kubota fully discloses the invention as currently 
claimed. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have combined the teachings of Kubota with the teachings of 
Ferguson because it would have provided access to the data at any given time the user 
wished to view it, unlike a set distribution time, and would have provided the user a way 
to pay only for the content viewed, unlike a subscription fee. 

Regarding arguments on page 10 regarding the idea billing is determined in 
accordance with the importance degree of an article and that the importance degree is 
determined based on the display position of the article, In response to applicant's 
argument that the references fail to show certain features of applicant's invention, it is 
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noted that these features upon which applicant relies are not recited in rejected claims 
1, 5, 7, 8, 11, and 12. Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). Claims 22, 24, 26, 28, 30, and 32 deal 
with how the importance degree is calculated, and the examiner stated that these 
claims are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. Claims 21, 23, 25, 27, 29, and 31 deal with the billing 
being based on the importance degree, a rejection is provided that properly shows that 
the billing may be based on size of the article, size being one of the criteria the applicant 
lists for importance information (page 2 t lines 3-1 1 of applicant's specification). While 
the examiner understands that claims 22, 24, 26, 28, 30, and 32 provide a more 
detailed definition of importance degree, claims 21, 23, 25, 27, 29, and 31 are not 
dependent on these claims and do not incorporate any of those limitations, thus claims 
21, 23, 25, 27, 29, and 31 will be interpreted in the broadest possible manner as 
supported by the specification, which thus requires the rejection as presented to be 
made. 

In response to applicant's argument that Kubota and Ferguson are nonanalogous 
art, it has been held that a prior art reference must either be in the field of applicant's 
endeavor or, if not, then be reasonably pertinent to the particular problem with which the 
applicant was concerned, in order to be relied upon as a basis for rejection of the 
claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 
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1992). In this case, Ferguson is pertinent to the problem of providing an electronic 
newspaper to a client in headline format only, and thus only providing articles which the 
user selects to read, while Kubota is pertinent to problem of billings users for specific 
newspaper article content. 



Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua D. Campbell whose telephone number is (571) 
272-4133. The examiner can normally be reached on M-F (7:30 AM - 4:00 PM). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on (571) 272-4124. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 



Business Center (EBC) at 866-217-9197 (toll-free). 




JDC 

May 23, 2006 



